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CENTRAL FAX CENTER 

APR 0 3 2008 

REMARKS 

This is a full and timely response to the noD-fina] Official Action mailed January 4, 
2008 (the "Office Action" or "Action''). Reconsideration of tlie application in light of the 
above amendments and the following remarks is respectfully requested. 



Claim Status: 

By the forgoing amendment, the specification and various claims have been amended. 
No claims are added or cancelled. Thios, claims 1-21 are currently pending for further action. 

Objection to Claims: 

The recent OJBRce Action objected to claim .14 due to a minor typographical error. 
Accordingly, claim 14 has been amended herein to correct the noted error. 

Therefore, following entry of tliis amendment, the objection to claim 14 can be 
reconsidered and \\Hithdrawn. The amendmeiit to claim 14 does not, and is not intended to, 
narrow or change the scope of the claim in any degree. 

Prior An: 

Claims 8-21 were rejected as being anticipated under 35 U.S.C. § i02(b) by U.S. 
Patent No. 5,71 5,279 to Pavlovic ct al. ("Pavlovic"). For at least the following reasons, this 
rejection should be reconsidered and withdrawn. 

Independent claim 8 recites: 

A method of processing a print batch in a print de\-ice, comprising: 
storing a print batch that includes a plurality of print jobs; 
evaluating characteristics of said print batch to determine a pick order; 
picki.og media sheets according to said pick order; 
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evaluating said characteristics to deteiTnine a transfer order of said print jobs 
from a formatter to an imaging componeat: 

transferring said prim jobs from said formatter to said imaging component 
based on said transfer order; 

foiiiung images con-esponding to said print jobs on media sheets; 

evaluating said characteristics to determine a delivery order of said media 
sheets: and 

delivering said media sheets to an output portion of said print device based on 
said delivery order. 

In contrast, Pavlovic does not appear to teach or suggest any of this subject matter. 

For example, claim 8 recites "evaluating characteristics of said piint batch to 
determine a pick order;" and ''picking media sheets according to said pick order.'' In this 
regard, the Office Action argues that Pavlovic teaches a system control that "evaluates, or 
interprets that specification of the job description and determines the type of media picked, or 
chosen, for the image to be printed on; see figs. 1 -3; col. 2, line 46 - col 4, line 61)." 
(Action, p. 3). Assuming tliat this is an accurate statement of v^hat Pavlovic teaches, the 
allegation of the Office Action does not allege that Pavlovic actually teaches determining a 
pick order by evaluating characteristics of a print batch as claimed. Rather, the Office Action 
merely alleges that Pavlovic teaches determining a ''type of media picked, or chosen, for the 
■ image to be printed on.'' (Action, p. 3). Simply determining a t>'pe of media to use is not the 
same as determining a pick order for media sheets, i.e., different t>'pes of media sheets, as 
recited in claim 8. Thus^ Pavlovic clearly fails to teach or suggest "evaluating characteristics 
of said print batch to determine a pick order:;" and "picking media sheets according to said 
pick order." 

Next, claim 8 recites "evaluating said characteristics to determine a transfer order of 
said print jobs from a formatter to an imaging component;" and '^transferring said print jobs 
from said formatter to said imaging component based on said transfer order," In this regard, 
FavJovjc teaches a marker "capable of requesting page images to be submitted to (he printing 
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hardware in a predeierrained order of either 1 to N or N to 1." (Pavlovic, claim 14; see also. 
Pavlovlc, col. 7. lines 1 9-27). Thus, P&vlovic merely teaches submitting page images to 
pHniing hardware in either an original document order or the reverse of that order depending 
on whether the pages aj-e to be stapled. Pavlovic clearly does not teach or suggest "evaluating 
said characterisUcs to determine a transfer order of said print jobs from a formatter to an 
imaging component:" and 'transferring said prim jobs from said formatter to said imaging 
component based on said transfer order," as recited in claim 8. 

Claim 8 furtl^er recites ^'ev^aluating said characteristics to determine a delivery order of 
said media sheets; and delivering said media sheets to an output portion of said print de\-ice 
based on said deliveiy order/' In contrast^ PavJovic does not teach or suggest evaluating 
batch characteristics to detennine a deliver>^ order. Rather. PavJovic merely teaches . 
delivering printed sheets according to their pre-established order within a document. 
(Pavlovic. claim 14: see also, Pavlovic, coL 7. hnes 19*27). 

"A claim is anticipated [under 35 U.S.C. § 102] only if each and every element as set 
forth in the claim is found, either expressly or inherently described, in a single prior art 
reference.^' Verdegaal Bros. v. Union Oil Co. of California, 2 U-S.P-Q-2d 1051, 1053 (Fed. 
Cir. 1 987). See M.P.E.P. §2131. Therefore, for at least the reasons explained here, the 
rejection based on Pavlovic of claim 8 and its dependent claims should be reconsidered and 
withdrawn. 

Claim 15 recites: 

A print device, comprising: 

a formatter configured to pool a batch of print data, wherein said batch 
includes a plurality of print jobs: 

a processor havimg an imaging component residing thereon, wherein said 
imaging component is configured to access batch information about said batch. 
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including print jxiedia t^'pe, image size, image processing time, or image forming time, 
and, based on said batch infomiation, to independently detennine a pick order for 
di fierent ty^yes of print media to be used for different print jobs, a transfer order for 
transferring rasterized print job data to said imaging component, and a delivery order 
of said print jobs; and 

a print engine configiu'cd foim images on a plurality^ of media corresponding to 
said print jobs. 

Support for the amendment to claim 15 can be found in Applicant's originally filed 
Specification at for example, paragraphs 0024 and 0039. 

In contrast to claim 15. Pavlo\'ic fails to teach or suggest the claimed processor and 
imaging component configured 'no access batch information about said batch, including print 
media t>Tpe, image size, image processing time^ or image forming t.ime« and to independently 
determine a pick order for different tj'pes of print media to be used for different print jobs, a 
transfer order for transferring rasterized print job data to said imaging component, and a 
deliver^' order of said print jobs." 

As demonstrated abovc^ Pavlovic does not appear to teach or suggest anything about 
determining a pick order for different types of print media based on batch information 
"including print media type, image size, image processing time, or image forming time." 
Moreover. PavJovic does not appear to teach or suggest determining "a transfer order for 
transferring rasterized print job data to said imaging component" based on the batch 
infonnation. Finally, Pavlovic does not teach or suggest an>i±iing about detemiining a deliver 
order for print jobs based on tiie indicated batch information. 

*'A claim is anticipated [under 35 U.S.C. § 102] only if each and eveiy element as set 
forth in the claim is found, either expressly or inherently described, in a single prior art 
reference/' Verdcgaal Bros, v. Union Oil Co. of Califoj-nia, 2 \J.SJP,Q.2d 1051 J 053 (Fed. 
Cir. 1 987). See M.P.E.P. §2131. Therefore, for at least tine reasons explained here, the 
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rejection based on Pavlovic of claim 1 5 and its dependent claims should be reconsidered ajod 
withdraw)! . 

Independent claim 1 9 recites: 

A printing system, comprising: 

means for evaluating characteristics of a print batch; and . 
means for independently determining a pick order, a transfer order, and a 
deliveiy order based on said characteristics. 

In contrast, as demonstrated herein, Pavlovic does not teach or suggest a printing 
system including ''means for independently determining a pick order, a transfer order, and a 
delivery' order based on said characteristics [of a print batch].'"' To the contrajy, Pavlovjc 
does not appear to teach or suggest an>lhing about determining a pick order for different 
t\pes of print media. Additionally, Pavlovic does not appear to teach or suggest 
'independently'' determining a transfer order as disclosed and claimed. Rather;, as noted 
above, Pavlovic merely teaches transfemng pages according to their order within a document 
being printed. (Pavlovic, claim 1 4; see also^ Pavlovjc, col. 7, lines 1 9-27). The same is true 
with respect to delivery order. Pavlovic merely teaches delivering pages in the order 
specified by a document 5?tructure. not based on print batch charactenstics as claimed. 

''A claim is anticipated [under 35 U.S.C. § 102] only if each and ever>' element as set 
foilh in the claim is found, cither expressly or inherently described, in a single prior art 
reference.'' Verdegaal Bros, v, Lmiort Oil Co. of California, 2 U.S.P.Q.2d 1051, 1053 (Fed. 
Cir. 1 987). See M.P.E.P. §2131. Therefore, for at least the reasons explained here, the 
rejection based on Pavloxac of claim 1 9 and its dependent claims should be reconsidered and 
withdrawn. 
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AddiiiorjalJy, various dependent claims of ihe application recite subject matter that is 
further patentable over the cited prior an. For example, claim 10 recites "wherein said 
characi eristics comprise an image receiving niedia t>pe, an image size, an image processing 
itxne, or an image fonning time." In contrast, as demonstrated above, Pavlovic does not each 
or suggest evaluating cbai'acteristics such as 'Mmage receiving media type, an image size, an 
image processing time^ or an image formitig time'' in order to determine pick order, transfer 
order or deljverv' order as claimed. 

Claims 1-7 were rejected under 35 U.S-C- § 103(a) over the combined teachings of 
• PavJovjc and U,S/Patent No. 7,092,1 1 7 to Kageyama et al. ("Kageyama''). For at least the 
following reasons, this rejection should not be sustained. 
Claim 1 recites: 

A method of processing a print batch in a print device^ comprising: 

storing characteristics of a plurality of print jobs contained in said print batch; 

evaluating said characteristics of said print jobs; and 

independently determining a pick order, a transfer order, and a del!ver>' order 
based, at least in part, on $ajd characteristics. 

In rejecting claim ) , the Office Action relies on Pavlovic, as above, for teachings of 
the claimed steps of "evaluating" characteristics and "independently determining'^ pick order, 
transfer order and deliver>' order based, at lea^t in part on the characteristics of the print jobs 
in a print batch. Kageyama is cited for a teaching of "storing characteristics of a plurality of 
print jobs contained in said print batch." (Action, p. 16). 

Howeven as demonstrated above, Pavlo\ic does not teach or suggest a method that 
includes "evaluating sajd characteristics of said print jobs; and independently determining a 
pick order, a transfer order, and a delivery order based, at least in part, on said 
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characteristics." Rathen thiis subject matter appears to be entirely outside the scope and 
content of the cited poor art. 

Under the anal^'sis required by Graham v. John Deere, 383 U.S. 1 (1 966) to support a 
rejection under § 1 03, the scope and content of the prior an miast first be determined, 
followed, by an assessment of the differences between the prior art and the claim at issue in 
view of the ordinary' skill in the art. In the pj'esent case, the scope and content of the prior ait, 
as evidenced by PavJovic atid Kage^'ama. did not encompass the claimed method including 
"evaluating said characteristics of said print jobs; and independently determining a pick order, 
a transfer order, and a deliverj' order based, at least in part, on said characteristics." Rather, 
this subject matter appears to be entirely outside the scope and content of the cited prior art 
Additionally, the advantages of increased printing efficiency discovered and described by 
Applicant tliat arise from this subject matter are also unavailable in, and outside the scope of, 
the cited prior art [Sec, e.g.. Applicant" s specification, paragraphs 0015. 0024, 0029 and 
003 1 ). Consequently, the cited prior art will not suppojl a rejection of claim 1 and its 
dependent claims ujider 35 U S-C § 103 and Graham. 

Conclusion: 

In view of the foregoing arguments, all claims are believed to be in condition for 
allowance over the prior art of record. Therefore, this response is believed to be a complete 
response to the Office Action. However, .'Applicant reserves the right to set forth further 
arguments in future papers supporting the patentability of any of the claims, including the 
separate patentabilit>- of the dependent claims not explicitly addressed herein. In addition, 
because the arguments made above may not be exhaustive, there may be reasons for 
patentability of any or all pending claims (or other claims) that have not been expressed. 

15 

PAGE 18/19 ' RCVD AT 4^12008 1:43:34 PM [Eastern Daylight Time) ' SVR:USPTO€FXRF-5/13 ' DN1S:2738300 ' CSID:18015727666 ' DURATION |min^):03^8 



04/03/2008 11:47 18015727666 



RADER FISHMAN 



PAGE 



19/19 



200313323-1 



RECEIVED 

CENTRAL FAX CENTER 

APR 03 2008 



10/801,189 



Tlie absence of a reply lo a specific rejection^ issue or comrnent in the Office Action 
does not signify' agi'Gement with or concession of that rejection^ issue or comment. Fmally, 
nothing in this paper should be construed as an intent to concede any issue with regard to any 
cJaim, e>icept as specifically stated in this paper, and tiie amendment of any claim does not 
necessarily signify concession of unpatentability of the claim prior to its amendment. Further, 
for any instances in which the Examiner took Official Notice in the Office Action, Applicants 
expressly do not acquiesce to the taking of Official Notice, and respectfully request that the 
Examiner provide an affidavit to support the Official Notice taken in tlie next Office Action, 
as required by 37 CFR ] .104(d)(2) and MPEP § 2144.03. 

If the Examiner has any comments or suggestions which could place this application 
in better form, the Examiner is requested to telephone the undersigned attorney at the number 
listed below. 



Steven L. Nichols, Esq. 
Managing Pannen Utiih Office 
Rader Fishman & Grauer PLLC 
River Park Corporate Center One 
10653 S. River Front Parkway, Suite 150 
South Jordan, Utah 84095 



Respectfully submitted, 





Steven L. Nichols 
Registration No. 40,326 



(801 ) 572-8066 
(801) 572-7666 (fax) 



CERTIFICATE OF TRANSMISSION 

I hereby certify that this correspondence is 



being transmitted to the Patent and Trademark 



Office facsimile number 571 -273-8300 on 
April 3. 2008 Number of Pages: 19 




Rebecca R. Schow' 
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